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REMARKS 

Reconsideration and the timely allowance of the pending claims, in view of the 
following remarks, are respectfully requested. 

In the Office Action dated May 27, 2006, the Examiner rejected claims 1-5, 7- 
14, and 16-17, under 35 U.S.C. § 102(a), as allegedly being anticipated by Sakai '917 
(U.S. Patent Pub. No. 2002/0018917); rejected claims 1, 4, 5, 7-10, 13-14, and 16-17, 
under 35 U.S.C. § 102(a), as allegedly being anticipated by Fullerton '589 (U.S. Patent No. 
6,440,589); rejected claims 1, 4, 5, 7, 9, 10, 13-14, and 16, under 35 U.S.C. § 102(a), as 
allegedly being anticipated by Iwasaki '476 (U.S. Patent No. 6,387,476); rejected claim 
10, under 35 U.S.C. § 103(a), as allegedly being unpatentable over Tomivama '752 (U.S. 
Patent Pub. No. 2006/0028752); rejected claim 10, under 35 U.S.C. § 103(a), as allegedly 
being anticipated by Fullerton '589 in view of Tomivama '752 ; and rejected claim 10, 
under 35 U.S.C. § 103(a), as allegedly being anticipated by Iwasaki '476 in view of 
Tomivama '752 . 

The Examiner objected to the Title as allegedly not being descriptive and to claims 
6 and 15, but indicated that claims 6 and 15 would be allowable if rewritten in 
independent form. 

By this Amendment, the Title has been amended, independent claims 1 and 9 
have been amended to provide a clearer presentation of the claimed subject matter, 
claims 4 and 13 have been cancelled without prejudice or disclaimer, and new claims 
18-19 have been added, which are substantially claims 6 and 15 rewritten in 
independent form. Applicants submit that no new matter has been introduced. As such, 
claims 1-3, 5-12, and 14-19 are currently presented for examination of which claims 1, 
9, and 18-19 are independent. 

Applicants submit that, by virtue of the changes to Title, Applicant respectfully 
requests the immediate withdrawal of the objection to the Title. 
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Applicants respectfully traverse the prior art rejections, under 35 U.S.C. § 102(a) 
and § 103(a) for the following reasons. 

1. Prior Art Rejections 

As noted above, independent claim 1 positively recites, inter alia, that the 
multi-layer includes a magnetic recording layer and a high-magnetostriction layer 
having magnetostriction larger than that of the magnetic recording layer, wherein the 
high-magnetostriction layer has a magnetostriction constant larger than 5 x 10" 5 . 
These claimed features are amply supported by the embodiments disclosed in the 
Specification. {See, Originally-filed Specification: page 12, lines 7-10). 

Unlike the present invention, none of the asserted references teach or suggest 
each and every element of claim 1, including the features identified above. In 
particular, the Sakai '917 reference is directed to a perpendicular magnetic recording 
medium comprising a crystalline magnetic layer and a multi-magnetic recording layer 
of a noncrystalline magnetic layer. {See, Sakai '917 : paras. [0011] - [0014]). In so doing, 
Sakai '917 does not mention the use of a high-magnetostriction layer - much less that 
such a layer has a magnetrostriction constant larger than 5 x 10" 5 , as required by claim 
1. 

Furthermore, as best understood, none the remaining references, including 
Fullerton '589 and Iwasaki '476 , are capable of curing the deficiencies of Sakai '917 
identified above. For example, Fullerton '589 discloses that a pure Co layer can be 
laminated on a Co alloy layer but fails to mention the use of a high-magnetostriction 
layer or that such a layer has a magnetrostriction constant larger than 5 x 10' 5 . {See, 
Fullerton '589 : col. 4, lines 7-16). However, it will be appreciated by those of ordinary 
skill in the art, that a pure Co layer does not have a magnetostriction constant that is 
greater than 5 x 10" 5 . {See, e.g., excerpts from Dr. Chikazumi, Physics of 
Ferromagnetism, Vol. II, page 124). As such, Fullerton '589 cannot be construed as 
anticipating claim 1. 
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Iwasaki '476 is similarly deficient as it is directed to laminating a strain-applying 
layer and a strain-sensitive magnetic layer on a magnetic layer in which the strain- 
applying layer is connected to a voltage source. {See, Iwasaki '476 : col. 7, lines 41-51). 
There is no mention of the use of a high-magnetostriction layer or that such a layer has a 
magnetrostriction constant larger than 5 x 10" 5 . Equally notable, as will be appreciated 
by those of ordinary skill, is that the high-magnetostriction layer of the present invention 
generates strain by applying a magnetic field and does not require a voltage source. 

For at least these reasons, Applicants submit that the none of the asserted 
references, whether taken alone or in reasonable combination, teach or suggest the 
claimed combination of elements recited by amended claim 1. Accordingly, Applicant 
submits that claim 1 is patentable and request the immediate withdrawal of the prior art 
rejections of claim 1. Because claims 2-4 and 5-8 depend from claim 1, claims 2-4 and 
5-8 are at least patentable by virtue of dependency as well as for their additional 
recitations and the withdrawal of the prior art rejections of claims 2-4 and 5-8 is 
respectfully requested. 

Moreover, because independent claim 9 recites features that are similar to the 
features identified above as being patentable in claim 1, claim 9 is also patentable for at 
least the reasons presented with respect to claim 1. And, because claims 10-12 and 14- 
17 depend from claim 9, claims 10-12 and 14-17 are at least patentable by virtue of 
dependency as well as for their additional recitations and the withdrawal of the prior art 
rejections of claims 10-12 and 14-17 is respectfully requested. 

Finally, as discussed above, because new independent claims 18-19 are 
substantially the same as claims 6 and 15 rewritten in independent form, Applicants 
submit that claims 18-19 are patentable for the reasons indicated by the Examiner. 

II. Conclusion. 

All matters having been addressed and in view of the foregoing, Applicants 
respectfully request the entry of this Amendment, the Examiner's reconsideration of 
this application, and the immediate allowance of all pending claims. 
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Applicants' Counsel remains ready to assist the Examiner in any way to 
facilitate and expedite the prosecution of this matter. If any point remains in issue 
which the Examiner feels may be best resolved through a personal or telephone 
interview, please contact the Undersigned at the telephone number listed below. 

Please charge any fees associated with the submission of this paper to Deposit 
Account Number 033975. The Commissioner for Patents is also authorized to credit 
any over payments to the above-referenced Deposit Account. 

Respectfully submitted, 

PILLSBURY WINTHROP 
SHAW PITTMAN LLP 




ERNANDEZ 
47641 

703 770.7788 
703 770.7901 



Date: June 20, 2006 
P.O. Box 10500 
McLean, V A 22102 
(703) 770-7900 
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